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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 Responsive to communication(s) filed on 22 November 2005 . 
2a)Q This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |53 Claim(s) 2-7,9-20,24-40,42-44,46.47 and 49 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) [X] Claim(s) 42,43.46 and 49 is/are allowed. 

6) (S3 Claim(s) 2-7,9-20.24-40.44 and 47 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. ' 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). \ 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) Q Other: . 
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Applicant has amended the Application by canceling all the claims subject to a 
prior art rejection and, thus, the finality of the action dated October 4, 2005 is hereby 
withdrawn. However, the claims remain unpatentable over Yeageret al. for reasons not 
previously made of record. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 2-7, 9-18, 24-32, 35-37, 40, 44, and 47, are rejected under 35 U.S.C. 
102(b) as being anticipated by Yeager et al., U.S. patent # 6,352,782. The Examiner 
had previously held that the polymers recited in claim 13 were unobvious in view of the 
innumerable number of polymer materials suggested by the formula in column 6. 
However, it has since been noted that, Yeager et al. state in column 6, lines 9-12 that 
polymers exemplary of those embodied by that formula are those taught by U.S. Patent 
Nos. 5,834,565 and 5,352,745, both of which are incorporated by reference. Both of 
these (the former at column 4, lines 20-24 and the latter at column 7, lines 37-42) 
disclose the polymers set out in claim 13 as preferred embodiments of the PAE. 

See the correspondence dated February 24, 2005 for a thorough explanation of 
the relevance of the document to the other claims recited in the statement of rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
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obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yeager etal., U.S. patent # 6,352,782. 

Fillers are mentioned as additives but recommended quantities of these materials 
is not specified. However, their incorporation into polymer compositions is ubiquitous in 
the prior art and the skilled artisan is capable of determining as a matter of routine 
experimentation the amount required to impart the desired effect (polymer 
reinforcement among other things in the case of fused silica). "Discovering an optimum 
value of a result effective variable involves only routine skill inthe art." In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yeager et al., U.S. patent # 6,352,782 in view of Blubaugh et al., U.S. Patent # 
5,194,517, Hedtmann-Rein et al., U.S. Patent # 5,171,825, or Weber et aL.U.S. Patent 
# 5,998,533. 

Yeager only expressly discloses the utilization of methanol as an antisolvent. 
Nevertheless, the skilled artisan will appreciate that structurally similar liquids, i.e. those 
alcohols having more carbon atoms than methanol, will, likewise, facilitate precipitation 
of the polymer. "(I)t is prima facie obvious to substitute equivalents, motivated by the 
reasonable expectation that the respective species will behave in a comparable manner 
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or give comparable results in comparable circumstances." In re Ruff 1 18 USPQ 343; In 
re Jezel 158 USPQ 99; the express suggestion to substitute one equivalent for another 
need not be present to render the substitution obvious. In re Font 213 USPQ 532. 

Blubaugh et al., Hedtmann-Rein et al, and Weber et al are cited because they all 
indicate that the claimed alcohols are equivalents of methanol where they are to be 
used for the stated purpose. See column 9, lines 53-55 of Blubaugh, column 5, lines 4- 
28 of Hedtmann-Rein, and column 10, lines 31-35 of Weber. 

Claims 38 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yeager et al., U.S. patent # 6,352,782 in view of Ueno et al., U.S. Patent 
Application Publication No. 2002/0022695, Fischer, U.S. Patent Application Publication 
No. 2003/01999605, and Kosono et al., WO 02/094897 A1. 

Yeager doesn't disclose the incorporation of a curing inhibitor. Nevertheless, it is 
the Examiner's position that it is obvious to introduce these materials as a means of 
imparting storage stability/precluding premature vulcanization. Indeed, their use in the 
polymer composition art in this capacity is widespread. "It is prima facie obvious to add 
a known ingredient to a known composition for its known function." In re Lindner WZ 
USPQ 356; In re Dial et al 140 USPQ 244. Ueno, Fischer, and Kosono are offered as 
but a few examples of. references that support the Examiner's assertions. See 
paragraph 38 of Ueno, paragraph 96 of Fischer, and paragraph 40 of the U.S. national 
stage equivalent of Kosono, U.S. Patent Application Publication No. 2004/0158006, 
which has been employed as an English language equivalent. 
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It is appreciated that, none of Ueno, Fischer, nor Kosono are directed to curable 
resin compositions wherein the resin is a poly(arylene ether). This is, in the Examiner's 
estimation, irrelevant because one of ordinary skill will appreciate that the advantages of 
curing inhibitors like those taught by the aforementioned documents can be extended to 
any type of resin bearing free-radical polymerizable substituents. 

In summary, it appears to the Examiner that Applicant has merely identified a 
new property not previously disclosed in describing a known composition. The claiming 
of a new use, new function or unknown property which is inherently present in the prior 
art does not necessarily make the claim patentable. In re Best, 562 F.2d 1252, 1254, 
195 USPQ 430, 433 (CCPA 1977). Were Applicant to allege that the same level of 
purity in the PAE component is not realized by the isolation methods disclosed by 
Yeager, they should also furnish empirical evidence of this fact in the form of a 132 
declaration. In essence, it would be necessary for them to illustrate that it is not only 
important that the polymer be precipitated from an alcohol antisolvent, but also that the 
precipitation must be carried out in a specific fashion to ensure sufficient removal of the 
anhydride and amine components. (That is, they need to demonstrate that the efficacy 
of the precipitation as an isolation means does not depend on the identity and quantities 
of the solvent, antisolvent, and polymer alone, but also on how these materials are 
combined.) 
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Allowable Subject Matter 



Claims 42-43, 46, and 49 remain allowable because the prior art of record does 
not reasonably suggest preparing a composition containing these particular materials, 
and in the amounts specified. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

December 2, 2005 




